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Tessera Inc.Tessera Inc.

� Total IP portfolio = 1067 patents
– USA: 736 (500 granted and 236 pending)

– Foreign: 331 (140 granted and 191 pending)

� Licensing revenues (royalties):
– 2007 = $150 million (approx)

– 2006 = $99.6 million

– 2005 = $56.9 million

– 2004 = $39.6 million

� Two major technology groups:
– Semiconductor packaging

– Micro-optics (wafer-level camera)

� Sales & Licensing team of ~20 people

� Actively defends its IP – much appreciated 
by our current licensees

DRAM
Flash

ASIC

DSP
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AgendaAgenda

� Technology Transfer & Commercialization
– Definitions & Options

– Factors influencing TT

� Differences in University and Industry

� Strategy Development

� Comparing the 4Ps of marketing
– Product

– Price

– Promotion

– Place

� The 5th “P” - Peripherals

� Conclusions

� Personal Recommendations
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Tech. Transfer & CommercializationTech. Transfer & Commercialization

Technology Transfer is a process of moving research from 
one place to other (lab to lab, lab to market)

Commercialization is a process of introducing a new 
product in the market

Research Innovation   Entrepreneurial Management

Idea to Engineering
• Application
• Basic Research
• Concept Definition
• Proof of concept
• Engineering application

Prdt. Definition to Prototype
• Exploratory Development
• Working Model
• Engineering Prototype
• Industry Analysis
• Market Plan

Prototype to Production
• Test and Scale Up
• Production Engr.
• Product Safety Engr.
• Regulatory Approvals
• Full Production start

Market Penetration
• Product 

Improvement
• New Products
• Sustained Growth

Technology Transfer Commercialization

Source: Making a Licensing Decision, US DOE
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Technology Transfer OptionsTechnology Transfer Options

� Licensing the invention
– Exclusive, non-exclusive, partially exclusive, single use, cross license, 

etc.

� Joint research and development
– Two party or multi-party (e.g. government funded)

� Sponsored research

� Starting a new company
– Voting or non-voting shares

� Out-right sale of IP
– Auctions, direct contact

� Merger & Acquisition

Royalty Income from University
licenses has grown 17%/year

since 1992 and it crossed
$1 billion in 2002

Source: Association of University Technology Managers
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Factors Influencing Technology TransferFactors Influencing Technology Transfer

Money vs. public goodResponsivenessVehicles for Technology Transfer

Tools (e.g. market research, deal 
database, IP docketing, etc.)

Audit management

TEBA (Tax Exempt 
Bond Act)

Expectations (including 
valuation)

UBIT (Un-related 
Business Income Tax)

Relationship managementContractual requirements (e.g. 
license grants, IP costs, 
indemnification, etc.)

Regulatory (e.g. 
domestic manufacturing 
requirement)

Negotiating skillsIP Protection

IP rights (e.g. joint 
inventions)

ValuationIP Ownership

Drivers for Technology 
Transfer (e.g. federal 
requirement)

Responsibility & AuthorityTechnology status & scope

CulturalKnowledge & ExperiencePreset Policies

SystemicIndividualInstitutional

Getting to the deal

Negotiating a deal

Living with the deal

Closing the deal
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University – IndustryUniversity – Industry

� Mission is education & research

� Goal is publication

� Result is Invention

� Focus on science & learning

� Driven by professors & funding

� Technology Transfer is a 
secondary consideration

� Commercialization is not well 
understood

� Externally funded

� Mission is share holder value

� Goal is product

� Result is Innovation

� Focus on markets & selling

� Driven by sales & marketing

� Technology Transfer is the 
primary consideration

� Commercialization aspects are 
key considerations

� Internally funded

Fundamental Differences

University Industry
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R&D Funding – AcademiaR&D Funding – Academia

Total Academic R&D ~ $48 Billion

Sources:
• Federal Gov. ~ $30 Billion 63%
• Internal ~ $9 billion 19%
• State/local, other ~ $6 bn 13%
• Industry ~ $3 billion 5%
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Strategy DevelopmentStrategy Development

� Marketing strategy*: A process that 
can allow an organization to 
concentrate its limited resources on 
the greatest opportunities to increase
sales and achieve a sustainable
competitive advantage

� Industry has been using the 
Marketing Mix and its 4 parameters –
4Ps (Product, Price, Promotion, 
Place) to position products in the 
market since 1960s!

� Universities have an opportunity to 
learn from and/or adopt the same 
concepts from the industry

* Source Wikipedia

http://www.netmba.com/marketing/mix/
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4Ps – Product (Technology)4Ps – Product (Technology)

� Technology specifications
– Supporting literature, description of benefits & 

features, technical details

� Quality of Technology
– Originality, newness, underlying research

� Breadth/Complementary technology 
– Supporting technical disciplines, single trick pony?

� Technology readiness
– Early stage, market readiness

� IP Protection
– Domestic, international, IP ownership

University Industry

Good
Medium
Poor
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4Ps – Price4Ps – Price

� Technology pricing
– Upfront fees, running royalties

� Pricing Strategy
– Cost plus, skimming, undercutting

� Cost of development (risk?)
– From prototype to production

� Value of technical support
– Willingness and ability to provide continued 

technical support?

� Payment terms
– Flexibility, interest for late payments

Good
Medium
Poor

University Industry
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4Ps – Promotion4Ps – Promotion

� Active
– Industry Trade shows

– Commercial media (news paper, TV)

– Internet Blogs

– Email campaigns

– Targeted calling (citation analysis, US/IPC 
classifications, industry codes)

– Industry/Alumni contacts

– Word of mouth

� Passive:
– Industry Publications

– Internet (own website, 3rd party portals)

– Award submission

Good
Medium
Poor

University Industry
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Promotion – IndustryPromotion – Industry

Multiple languages

Front Page Introduction

Media kit and videos

Immediate Availability



14

Promotion – University 1Promotion – University 1

Even searching for “technology transfer”
does not take you to the website

http://otl.stanford.edu/inventors/resources.html

Correct URL (through Google)
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Promotion – University 2Promotion – University 2

No indication of Technology Transfer on main page of MIT
http://web.mit.edu/

http://web.mit.edu/tlo/www/

Correct URL (after few tries on Google)
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4Ps – Place4Ps – Place

� Channel availability
– Single distribution or multiple locations

– 3rd party websites

The 5th P - Peripheral

� Speed of negotiations

� Decision making
– # of people involved

– Ability to compromise on legal and business issues

� Ability to close the deal

University Industry

Good
Medium
Poor
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ConclusionsConclusions

� If understood properly, the “marketing mix” strategy can 
be applied for Technology Transfer

� While universities face some inherent challenges (from 
mission to funding) for successful Technology Transfer, 
they can learn from the industry in each of the 4 
parameters

� Largest gains can be made in the 5th parameter i.e. 
“peripheral”
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Personal RecommendationsPersonal Recommendations

� Create excitement about the technology

� Teach inventors to show enthusiasm

� Hire trained and experienced personnel from industry

� Shorten the length of agreements

� Maximize the number of deals and ($$ or ¥ will follow)

� Weed out low quality Invention Disclosures early on

� Adopt provisional filing of patents to buy time and patent 
only as necessary

� Use industry tools for market research, competitive 
intelligence, citation analysis, landscape analysis, etc.

� …and above all – don’t aggressively wait for the phone to 
ring!
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Univ. TT Results – Major BlockBustersUniv. TT Results – Major BlockBusters

Product or 

Company Category University

Product/C

ompany 

Launch 

date

Univ. 

ownership

Total income for 

Univ. from 

product Comments

Lycos
Internet Search 
Engine

Carnegie Mellon 
University 1995 20%  $         41,000,000 

In 2004 Lycos sold to 
Daum Comm. %95.4 
million

Cisco Network Equipment Stanford 1984 License  $              200,000 
Stanford did not take 
equity due to policy

Google
Internet Search 
Engine Stanford 1998 5%  $       250,000,000 

Approx. value of 
shares

Paclitaxol 
(Taxol) Chemotherapy Drug

Florida State 
University 1990 License  $         67,500,000 

In 2000. Licensee 

Bristol-Myers Squibb 
(BMS)

Cisplatin 
(Platinol) Chemotherapy Drug

Michigan State 
University 1980 License  $       308,000,000 

Originally 5 year 

exclusive license to 
BMS

Gatorade Sports Drink University of Florida 1973 Tradesecret  $         80,000,000 

NOTE: This is a very abridged list…
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Thank You

Sandeep Agarwal

Director, Market Development

Tessera Inc.

(408) 383-3630

Email: sagarwal@tessera.com
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� Additional slides for information
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R&D Funding – World PerspectiveR&D Funding – World Perspective

http://www.aaas.org/spp/rd/world07.pdf

Shares of Total World R&D, 2007
Billion $

Total World R&D = USD 1,124 billion

31%

6%

4%

4%

9%

13%

3%

16%

4%

11%

Trends National R&D as % of GDP
1991-2006

~0.8%

Source:
AAAS = The American Association for Advancement of Science
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R&D Funding – USAR&D Funding – USA

FFRDC = Federally Funded Research & Development Center

Total = $ 343 Billion

Most industry 
funds its own R&D
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US and Japan Univ. Environments for TTUS and Japan Univ. Environments for TT

� Historically universities have 
been centers of basic research 
with large budgets

� Bayh-Dole (1980) allowed 
ownership of government 
funded research. With some 
limitations universities are free 
to use royalty money as they 
please

� Well developed legal 
environment for IP rights 
(CAFC = Court of Appeals for 
the Federal Circuit and ITC)

� No government oversight for 
Technology Transfer

� Historically universities have 
not been research centers and 
budgets are much smaller

� The Privatization Law was 
passed in April 2004 – univs. 
can own inventions and money 
can spent as decided by 
university management (i.e. not 
controlled by MEXT)

� Japan instituted a CAFC 
equivalent not until April 2005 
and equivalent of ITC

� MEXT has “encouraged” all 
univs. to establish a IP Center 
(problems with TLO)

USA Japan


